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TWO BUSINESSES, ONE NAME: WHO OWNS THE DOMAIN? 

[Ga rd en of Life, Inc . v. Ba rry Letzer et a l., 2004 U.S. Dist. LEXIS 8283 (C.D.Ca l.)] 

Pla intiff, Ga rden of Life , Inc . is a  hea lth and  wellness c ompany tha t sells whole 
food  nutritiona l supplements. The c ompany was inc orp ora ted  in 2000 and  owns 
severa l trademarks for “ Ga rden of Life”  logo and  words for d ieta ry food  
supplements. Pla intiff has used  its ma rk in c ommerc e sinc e 2000 and  has grossed  
app roxima tely 40 m illion d olla rs, sp end ing app roxima tely 6 m illion dolla rs on 
advertising . 

Defend ant, Letzer, began opera ting  a  business c a lled  “ Garden of Life”  in 1974 in 
Califo rnia . From 1992-2003, Letzer offered  hea lth and  wellness semina rs and  used  
the name ‘Ga rden of Life Lessons.’  In 1997 the Letzer’ s reg istered  the doma in 
name www.ga rdenoflife .c om and  applied  for a  US Trademark for ‘Ga rden of Life 
Lessons’ . The  reg istra tion for a  trademark d id  not issue until la te 2002 because the 
Letzer’s were unable to show use in c ommerce.  

Pla intiff b ec ame aware of the Letzer’ s web site  in November 2000. The pa rties 
entered  into sporad ic  negotia tions for the sa le  o f the doma in name. In la te 2003, 
the Letzer’ s offered  to se ll the d oma in for 3.9 million dolla rs; p la intiff c ounter-
offered  $25,000. While negotia tions were oc c urring, the Letzer’s reg istered  33 
add itiona l doma in names tha t c onta ined  va ria tions o f the “ Ga rd en of Life.’  The 
Letzer’s own a  tota l of 75 doma in names tha t use the phra se “ Ga rden of Life.”  

On Ap ril 7th 2004, the Letzer’ s redesigned  their website to inc lude re ferenc es to 
itself as “ the Real and  True Ga rden of Life”  and  to inc lude a rguably d isp arag ing 
sta tements, e .g . ‘wha t’s in those sup plements anyway… Have you ever hea rd  of 
the anc ient ingred ients, PURE PROFIT? Is wha t’ s insid e those c apsules…” i 

Pla intiff sent the Letzer’ s a  c ease and  desist letter and  then c ommenced  an 
ac tion aga inst the Letzer’ s for: unfa ir c ompetition, c ybersq ua tting, federa l 
trad emark d ilution, fed era l trademark infringement, unfa ir c ompetition, sta te  
trad emark d ilution, c ommon law unfa ir c ompetition, c ommon law 
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misapp rop ria tion, a nd  c ommon law trademark infringement. Shortly a fter filing  
the ac tio in, p la intiff filed  a  motion for p relim ina ry injunc tion. The motion 
requested  tha t the Letzer’ s be enjoined  from: (1) advertising  or o ffering for sa le  
goods or educ a tiona l ma teria ls rela ted  to hea lth, fitness, wellness, d iet, nutrition, 
nutritiona l supplements, etc .; (2) not make representa tions tha t the Letzer’s 
p roduc ts/ servic es a re assoc ia ted  w ith or o therw ise a ffilia ted  w ith p la intiff’ s; (3) 
c ea se advertising  or o therw ise dep ic ting p la intiff’ s goods or servic es; … (5) not 
engage in ac ts tha t d ilute  Pla intiff’ s ma rks; (6) not reg ister or sell any doma in 
names inc lud ing ‘gard en of life ’  in the na me; (7) transfer the doma in name 
‘ ga rdenoflife.c om’  to p la intiff; (8) p rovide p la intiff with c op ies o f m isd irec ted  
c ommunic a tions; (9) post p rominent links on its rema ining websites d irec ting 
tra ffic  intended  for p la intiff to  its website; … (12) post a  d isc la imer on its website 
tha t it is not a ffilia ted  w ith p la intiff’ s business….’ ” ii  

The c ourt ind ic a ted  tha t it was “ not inc lined  to  order Defendants to  transfer to 
Pla intiff a ny o f the o ffend ing doma in names. Ra ther … it is inc lined  to permit 
Defend ants to  c ontinue using  the www.ga rdenoflife.c om doma in name if they 
use the website in a  non-infring ing ma nner, if they post a  d isc la imer on the 
website tha t p rominently and  c lea rly exp la ins tha t they a re not a ffilia ted  w ith 
Pla intiff a nd  if the website  p rovides a  link to  Pla intiff’ s website .” iii 

First the c ourt sta ted  tha t p la intiff had  estab lished  a  likelihood  of suc c ess on the 
merits as a  senior user of the mark Garden of Life. As the c ourt noted , “ ’ in 
trad emark law … the standard  test of ownership  is p riority of use. To ac q uire 
ownership  of a  trad emark is not enough to have invented  the mark or even 
been the first to  a c tua lly use the mark in the sa le of goods or serv ic es.’ ” iv The 
c ourt went on to note tha t “ a  non-reg istrant may rebut the p resump tion tha t the 
reg istrant ha s the right to  exc lusive use of the mark by showing, by a  
p reponderanc e of the evidence, tha t it was the first to  use the mark in 
c ommerc e and  t ha t it ha s made c ontinuous use o f the mark sinc e then.” v Even 
assuming  tha t the Letzers bega n using  the mark as ea rly as 1974, the use was, as 
the c ourt put it ‘ sporad ic  and  nomad ic .’   For example, in 2000 and  2001 the 
Letzers filed  a  sta tement w ith the  Sta te o f Washington, Depa rtment of Revenue 
tha t it had  not done business or made any revenue in the p revious twelve 
months. On the o ther ha nd , p la intiff was ab le to show c ontinuous use o f the 
mark in c ommerc e b eginning in 2000.  

With resp ec t to  the c ybersqua tting c la im, the c ourt noted  tha t p la intiff ha d  
demonstra ted  a  likelihood  of suc c ess on the merits for most of the doma in 
names because those doma in names were filed  a fter negotia tions were begun 
between the pa rties and  it appea red  tha t they were filed  in ba d  fa ith. The c ourt 
d id  not go so fa r as to  say tha t p la intiff would  be suc c essful on its c la im of 
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c ybersqua tting w ith respec t to  the  ga rdenoflife.c om website bec ause tha t 
doma in had  been reg istered  p rior to Pla intiff’ s ma rk bec oming d istinc tive.  

The c ourt went on to note  tha t it felt tha t p la intiff had  shown a  likelihood  suc c ess 
on the merits for the tradema rk infringement c la im using the  9th Circ uit’ s eight 
part test. The c ourt noted  tha t for the Internet the types of c onfusion inc luded : “ a  
web  surfer who intends to  ac c ess the senior user’s website b ut instea d  a c c esses 
the junior user’ s website , a nd  ma y mista kenly believe tha t the senior user 
sponsors the junior user’ s site , or tha t the  two c ompanies a re  somehow rela ted , 
or tha t the jjunior user is the sourc e o f the senior user’ s p roduc ts… The danger 
resulting from this type of c onfusion is tha t ‘ the senior user loses the va lue of the 
trad emark – its p roduc t identity, c orpora te identity, c ontro l over its good  w ill and  
repula tion, and  ab ility to  move into new markets….” 1 

At this junc ture, defendant c ontinues to  op era te a  website entitled  
www.ga rdenoflife.c om w ith a  d isc la imer tha t takes misd irec ted  web  surfers to  
p la intiff’ s site  a t www.ga rdenoflifeusa .c om.  

 

                                            
i 2004 U.S. Dist. LEXIS 8283 at *7-8. 
ii Id. At *36. 
iii Id. At *51. 
iv Id. At *15 citing Sengoku Works Ltd. V. RMC Int’l Ltd., 96 F.3d 1217, 1219 (9th Cir. 1996). 
v Id. At *17. 
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