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TWO BUSINESSES, ONENAME: WHO OWNS THEDOMAIN?
[Garden of Life, Inc. v. Barry Letzer et al., 2004 U.S Dist. LEXIS8283 (C.D.Cal.)]

Plaintiff, Garden of Life, Inc. isa health and wellnesscompany that sellswhole
food nutritional supplements. The company wasincorporated in 2000 and owns
several trademarksfor“Garden of Life” logo and wordsfordietary food
supplements. Plaintiff hasused itsmark in commerce snce 2000 and hasgrossed
approximately 40 million dollars, spending approximately 6 million dollarson
advertisng.

Defendant, Letzer, began operating a businesscalled “Garden of Life” in 1974 in
California. Fom 1992-2003, Letzer offered health and wellnessseminarsand used
the name ‘Garden of Life Lessons.’ In 1997 the Letzer' sregistered the domain
name www.gardenoflife.com and applied fora USTademark for ‘Garden of Life
Lessons'. The regidgration fora trademark did not issue until late 2002 because the
Letzerswere unable to show use in commerce.

Plaintiff became aware of the Letzerswebste in November 2000. The parties
entered into sporadic negotiationsforthe sale of the domain name. In late 2003,
the Letzersoffered to sll the domain for 3.9 million dollars; p laintiff counter-
offered $25,000. While negotiationswere occurring, the Letzer'sregistered 33
additional domain namesthat contained variationsof the “Garden of Life.” The
Letzersown a total of 75 domain namesthat use the phrase “Garden of Life.”

On April 7th 2004, the Letzer'sredesigned their website to include referencesto
itself as“the Real and True Garden of Life” and to include arguably disparaging
satements, e.g. ‘what’sin those supplementsanyway... Have you ever heard of
the ancient ingredients, PUREPROHAT? Iswhat'sinside those capsules...”!

Plaintiff sent the Letzer'sa cease and desst letterand then commenced an
action against the Letzer'sfor: unfair competition, cybersguatting, federal
trademark dilution, federal trademark infringement, unfair competition, sate
trademark dilution,common law unfair competition, common law

"Patrick T. O’Regan Jr.isa principal of O’'Regan & O'Regan in Falmouth MA. He works
with local Cape Cod businesseshandling a wide variety of both litigation and
transactional matters. He can be reached at Patrick@oreganlaw.com. Cecily Anne
Shyderisthe Vice Preddent of Legal Affairsat Imaging Therapeutics, Inc., Lexington MA.
She handlesa wide range of intellectual property matters, including developing market
focused patent strategies. She can be reached at Cecily@matx.com. ©2004 Patrick T.
O’Regan Jr.and Cecily Anne Shyder.




[N}
[N} i m

O'ReEGcAN & O'REGAN

Attorneysat Law

misappropriation,and common law trademark infringement. Shortly after filing
the actioin, plaintiff filed a motion for preliminary injunction. The motion
requested that the Letzer'sbe enjoined from: (1) advertisng or offering for sale
goodsoreducational materialsrelated to health, fitness, wellness, diet, nutrition,
nutritional supplements, etc.; (2) not make representationsthat the Letzer's
productyd servicesare associated with or otherwise affiliated with plaintiff's; (3)
ceas advertisng or otherwise depicting plaintiff sgoodsor srvices; ... (5) not
engage in actsthat dilute Plaintiff smarks, (6) not register or sellany domain
namesincluding ‘garden of life’ in the name; (7) transferthe domain name
‘gardenoflife.com’ to plaintiff; (8) provide plaintiff with copiesof misdirected
communications; (9) post prominent linkson itsremaining websitesdirecting
traffic intended for plaintiff to itswebsite; ... (12) post a disclaimer on itswebsite
that it isnot affiliated with plaintiff sbusness....’”i

The courtindicated thatit was“notinclined to order Defendantsto transferto
Plaintiff any of the offending domain names. Rather ... itisinclined to permit
Defendantsto continue usng the www.gardenoflife.com domain name if they
use the webste in a non-infringing manner, if they post a disclaimeron the
webste that prominently and clearly explainsthat they are not affiliated with
Plaintiff and if the websdte providesa link to Plaintiff' sweb ste "

Hrd the court stated that plaintiff had esablished a likelihood of successon the
meritsasa senior user of the mark Garden of Life. Asthe court noted, “’in
trademarklaw ... the standard test of ownership ispriority of use. To acquire
ownership of a trademarkisnot enough to have invented the mark oreven
been the first to actually use the mark in the sale of goodsor services.”v The
court wenton to note that “a non-registrant may rebut the presumption that the
regigrant hasthe right to exclusve use of the mark by showing, by a
preponderance of the evidence, that it wasthe first to use the mark in
commerce and t hatithasmade continuoususe of the mark since then.”v Even
assuming that the Letzersbegan usng the mark asearly as1974, the use was, as
the court putit ‘sporadic and nomadic.” Forexample, in 2000 and 2001 the
Letzersfiled a satement with the Sate of Washington, Department of Revenue
that it had not done businessormade any revenue in the previoustwelve
months. On the otherhand, plaintiff wasable to show continuoususe of the
mark in commerce beginning in 2000.

With respect to the cybersguatting claim, the court noted that plaintiff had
demondrated a likelihood of successon the meritsfor mog of the domain
namesbecause those domain nameswere filed afternegotiationswere begun
between the partiesand it appeared that they were filed in bad faith. The court
did not go so farasto say that plaintiff would be successful onitsclaim of
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cybergquatting with respect to the gardenoflife.com webste because that
domain had been regisered prior to Plaintiff smark becoming diginctive.

The court went on to note that it felt that plaintiff had shown a likelihood success
on the meritsfor the trademark infringement claim using the 9t Circuit’seight
part test. The court noted that forthe Internet the typesof confusion included: “a
web surfer who intendsto accessthe snioruserswebste but instead accesses
the junioruser'swebste, and may mistakenly believe that the senior user
sponsorsthe junior user' ssite, or that the two companiesare somehow related,
or that the jjunior useristhe source of the sniorusersproducts... The danger
resulting from thistype of confuson isthat ‘the senior userlosesthe value of the
trademark —itsproduct identity, corporate identity, control overitsgood will and
repulation, and ability to move into new markets...."?

At thisjuncture, defendant continuesto operate a webste entitled
www.gardenoflife.com with a disclaimer that takesmisdirected web surfersto
plaintiff'sste at www.gardenoflifeusa.com.

' 2004 U.S. Dist. LEXIS 8283 at *7-8.

"1d. At *36.

i1d. At *51.

" 1d. At *15 citing Sengoku Works Ltd. V. RMC Intl Ltd., 96 F.3d 1217, 1219 (9" Cir. 1996).
Vid. At *17.
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