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INFRINGEMENTVERDICTON PATENTFOR ALLEVIATING INTERNETCONGESTION UPHED IN
PART, REVERSED IN PART

Massac husettsInstitute of Technology (MIT) obtained USPatent, 6,108,703
fora “global hosting system.” The patentincluded methodsfor
decreasing congestion and delay in accessing web pageson the
Internet. Asclaimed by the patent,a Web page content delivery system is
provided that usesseparate setsof servicesto provide variousaspectsof
a sngle web page. The patent wasexclusively licensed to Akamai
Technologies.

Following a jury trial, it wasdetermined that Cable &Wireless (“C&W”) had
infringed four of the apparatusclaimsand three of the method claims.
The jury also upheld the validity of the apparatusclaimsbut invalidated
the method claimsunder35 U.S.C. 88 102 and 103(a). C&W then filed a
motion forjudgment asa matter of law asserting that claims1, 3,5,and 9
were invalid and/or not infringed. The District Court of Massac husetts
denied that motion and issued an injunction enjoining C&W from making,
using, selling, offering for sale, orimporting into the United Satesinventions
covered by the patent.

C&W appealed the orderdenying itsmotion forjudgment asa matter of
law and furtherappealed the grant of a permanent injunction based
upon the jury verdict. [Akamai Technologies, Inc.v. Cable & Wireless
Internet Srvices, Inc., 2003 U.S. App. LEXIS19065 (Fed. Cir. 2003).]
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© 2003 Cecily Anne Shyderand Patrick T. O'Regan, Jr.

Page 1 of 3

31 Teaticket Highway, Suite 7 Telephone: 508.457.4542
East Falmouth, MA 02536 Facsimile: 508. 457.0446

www.oreganlaw.com




[N}
[N} i m

O'ReEGcAN & O'REGAN

Attorneys at Law

The Federal Circuit initially noted that, “with regard to factual findings, we
must presume that the jury resolved all factual disputesin favor of the
prevailing party, and we must leave those findingsundisturbed aslong as
they are supported by substantial evidence.” The court noted, however,
that the factual question of whetherthere isinfringement iscontingent on
the properclaim construction, which isa question of law that isreviewed
de novo.

Anticipation Claims1land 3

In assessing anticipation, the first issue waswhether, in the construction of
claimsl1land 3, the presence of load balancing software at the DNS
serversisrequired. Akamaiargued that the priorart 6,185,598 patent
differed from the claimsin the asserted ‘703 patent in the placement of
the load balancing software. C&W argued that claims1 and 3did not
include a load balancing limitation. The court agreed with C&W and
concluded that claims1 and 3 did notinclude a load balancing limitation
even though the written description contemplated a preferred location
forload balancing software.

The only remaining issue waswhether “identified by the modified
embedded object URL” in the claim included load balancing. This
guestion tumed on whether“the written description or prosecution history
unequivocally showed that the inventorsimparted a novel meaning to
the term ‘id entifying’ to include load balancing.” Afterreviewing the
specification and noting that the partiesdid not id entify anything in the
prosecution history relevant to “identifying,” the court concluded that
“identifying” did not include load balancing. Therefore, claim 1 did not
“include the limitation of the placement of the load balancing
mechanism.”

Obviousness Claims5 and 9

C&W next claimed that it wasentitled to judgment asa matter of law
because the ‘703 patent wasobviousin view of the ‘598 patent and the
priorart product information forthe Cisco’sDistributed Director product.
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The court reviewed the determination of obviousnessde novo. “A
claimed invention isunpatentable due to obviousnessif the differences
between it and the priorart ‘are such that the subject matterasa whole
would have been obviousat the time the invention wasmade to a
person having ordinary skill in the art.’” Afterreviewing the evidence
presented to the jury, the court wasnot persuaded that no reasonable
jury could have found claims5 and 9 nonobviousover the prior art. For
that reason, the court declined to disturb the factual findingsof the jury.

The court held that claims1 and 3 of the ‘798 patent were anticipated by
the cited ‘598 patent and therefore invalid under 35 U.SC. § 102. Thus, the
case wasremanded to the district court for modification of the
permanent injunction in view of thisholding. However, the permanent
injunction with respectto claims5and 9wasupheld.
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