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Internet Law Update Oc tober 2003 

By Cec ily Anne Snyd er and  Patric k T. O’Regan, Jr.* 

INFRINGEMENT VERDICT ON PATENT FOR ALLEVIATING INTERNET CONGESTION UPHELD IN 

PART, REVERSED IN PART 

Massac husetts Institute of Tec hnology (MIT) ob ta ined  US Patent, 6,108,703 
for a  “ g lobal hosting  system.”  The  pa tent inc lud ed  methods for 
d ec reasing  c ongestion and  d elay in ac c essing  web pages on the 
Inte rnet. As c la imed  by the  pa tent, a  Web  pa ge c ontent delivery system is 
p rovided  tha t uses separa te sets of services to p rovid e various aspec ts o f 
a  sing le web p age. The pa tent w as exc lusively lic ensed  to  Akamai 
Tec hnolog ies.  

Follow ing  a  jury tria l, it w as d eterm ined  tha t Cab le &Wire less (“ C&W” ) had  
infringed  four of the appara tus c la ims and three of the method  c la ims. 
The jury a lso upheld  the valid ity of the ap para tus c la ims but inva lid a ted  
the method c la ims und er 35 U.S.C. §§ 102 and  103(a ). C&W then filed  a  
motion for judgment as a  matter of law  asserting  tha t c la ims 1, 3, 5, a nd  9 
were invalid  and / or not infringed . The Distric t Court of Massac husetts 
d enied  tha t motion and  issued  an injunc tion enjoining  C&W from making , 
using , selling , offering  for sa le, or imp orting into the  United  Sta tes inventions 
c overed  by the pa tent. 

C&W a pp ea led  the order d enying  its motion fo r jud gment as a  matter o f 
law  and  further appealed  the g rant of a  permanent injunc tion based  
upon the jury verd ic t. [Aka mai Technologies, Inc . v. Cab le  & Wireless 
Inte rnet Services, Inc ., 2003 U.S. App . LEXIS 19065 (Fed . Cir. 2003).] 

                                            
* Cec ily Anne Snyder is the Vice President of Legal Affa irs a t Imaging  Therapeutic s, Inc ., 
Lexing ton MA. She hand les a  wide  range of inte llec tua l p roperty ma tters, inc lud ing  
developing  ma rket foc used  pa tent stra teg ies. She can be reac hed  a t 
cec ily@imatx.com. Pa tric k T. O’Regan, Jr., is a  p rinc ipa l of O’Regan & O’Regan in 
Fa lmouth, MA. He works with loc al Cape Cod  businesses hand ling  a  wide  va rie ty o f bo th 
litiga tion and  transac tional ma tters. He c an be reached  a t pa tric k@oreganla w.c om.  
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The Fed eral Circ uit init ia lly noted  tha t, “ w ith reg ard  to  fac tual find ings, we 
must p resume tha t the jury resolved  a ll fac tua l d isputes in fa vor of the 
p reva iling  party, and  w e must leave those find ings und isturbed  as long  as 
they a re  supported  by substantia l evid enc e.”  The c ourt noted , however, 
tha t the fac tual question of whether there is infring ement is c ontingent on 
the p roper c la im construc tion, w hic h is a  q uestion of law tha t is review ed  
d e novo . 

Antic ipa tion  Claims 1 and 3 

In assessing  antic ipa t ion, the first issue was w hether, in the c onstruc tion of 
c la ims 1 a nd  3, the p resenc e of load  balanc ing  so ftw are a t the DNS 
servers is required . Akamai a rgued  tha t the p rio r a rt  6,185,598 pa tent 
d iffered  from the c la ims in the asserted  ‘703 p a tent in the placement of 
the load  balanc ing  softw are . C&W argued  tha t c la ims 1 and  3 d id  not 
inc lud e a  load  balanc ing  limita tion. The court agreed  w ith C&W and  
c onc luded  tha t c la ims 1 and  3 d id  not inc lude a  load  balanc ing  limita tion 
even thoug h the w ritten desc rip tion c ontempla ted  a  p referred  loc a tion 
for load  ba lanc ing  softw are. 

The only remaining  issue  was whether “ id entified  b y the mod ified  
embedd ed  ob jec t URL”  in the c la im  inc lud ed  load  balanc ing . This 
question turned  on whether “ the written desc rip tion or p rosec ution history 
unequivoc ally showed  tha t the inventors imparted  a  novel meaning  to 
the term ‘ id entifying ’  to inc lud e load  balanc ing .”  After review ing  the 
sp ec ific a tion and  noting  tha t the pa rties d id  no t id entify anything  in the 
p rosec ution history relevant to “ identifying ,”  the c ourt c onc lud ed  tha t 
“ id entifying”  d id  not inc lude load  balanc ing . Therefore, c la im 1 d id  not 
“ inc lude  the lim ita tion o f the plac ement of the load  ba lanc ing 
mechanism.”  

Obviousness  Claims 5 and 9 

C&W next c la imed  tha t it w as entitled  to judgment as a  matter of law 
bec ause the ‘703 pa tent wa s obvious in view  o f the ‘598 pa tent and  the 
p rio r a rt p rod uc t information for the Cisc o’s Distributed  Direc tor p roduc t.  
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The c ourt reviewed  the d eterm ina tion of obviousness d e novo. “ A 
c la imed  invention is unpatentab le d ue to obviousness if the  d ifferences 
betw een it and  the  p rior a rt ‘a re suc h tha t the sub jec t matter as a  whole 
would  have been obvious a t the time the invention was mad e to a  
person having o rd inary skill in the a rt.’ ”  After review ing  the evid enc e 
presented  to the jury, the c ourt was not persuaded  tha t no rea sonab le 
jury c ould  have found  c la ims 5 and  9 nonob vious over the p rior a rt. For 
tha t reason, the c ourt dec lined  to d isturb  the fac tual find ings of the  jury. 

The c ourt held  tha t c la ims 1 and  3 of the ‘798 pa tent were  antic ipa ted  by 
the c ited  ‘598 pa tent and  there fore invalid  und er 35 U.S.C. § 102. Thus, the 
c ase was remand ed  to the d istric t c ourt fo r mod ific a t ion of the 
permanent injunc tion in view  of this hold ing . However, the permanent 
injunc tion w ith respec t to c la ims 5 and  9 w as upheld . 


	Page #1
	Page #2
	Page #3

