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Internet Law Update Oc tober 2003 

By Cec ily Anne Snyd er and  Patric k T. O’Regan, Jr.* 

POP-UP ADS DO NOT VIOLATE TRADEMARK AND COPYRIGHT INTERESTS OF WEB SITE OWNER 

U-Haul b rought an ac tion aga inst WhenU.c om for c opyright infringement, 
m isappropria tion, inferference  w ith p rospec tive business advantage, 
unjust enrichment, viola tion of the Virg inia  Consp irac y Ac t, and  various 
viola tions und er the Lanham Ac t.  [U-Haul Interna tiona l, Inc . v. 
Whenu.c om, Inc ., 2003 U.S. Dist. LEXIS 15710 (E.D. Va . 2003)] The court 
ac knowled ged  tha t the c ase was b rought as a n a ttempt to lim it 
annoying  pop-up  advertising  from blotting  out U-Haul’s Web site when an 
ind ivid ual user a ttempted  to ac cess the site. 

Trademark Related Claims 

The c ourt conc luded  tha t WhenU w as entitled  to  summary jud gment on 
the trad emark-rela ted  c la ims bec ause U-Ha ul c ould  not establish how  the 
ad s “ used ”  U’Haul’ s trad emarks. In o rder for U-Haul to  p reva il, it w ould  
have to show “ (1) tha t it possesses a  mark, (2) tha t the defend ant used  
the mark, (3) tha t the d efend ant’ s use of the mark oc c urred  ‘ in 
c ommerce,’  (4) tha t the d efend ant used  the ma rk ‘ in c onnec tion w ith the 
sa le, offering  for sa le, d istribution, or advertising ’  of good s or servic es and  
(5) tha t the d efend ant used  the mark in a  manner likely to  c onfuse 
c onsumers.”  The court c onc luded  tha t “ use”  is not estab lished by virtue of 
the trad emark’s be ing  simultaneously visib le to a  c onsumer in a  sep ara te 
b row ser w ind ow, even if tha t advertisement were to make use o f the 
mark. For example, use of a  riva l’ s mark tha t d oes not c rea te c onfusion, 
suc h as a  c omparison, is perm issib le. 
                                            
* Cec ily Anne Snyder is the Vice President of Legal Affa irs a t Imaging  Therapeutic s, Inc ., 
Lexing ton MA. She hand les a  wide  range of inte llec tua l p roperty ma tters, inc lud ing  
developing  ma rket foc used  pa tent stra teg ies. She can be reac hed  a t 
cec ily@imatx.com. Pa tric k T. O’Regan, Jr., is a  p rinc ipa l of O’Regan & O’Regan in 
Fa lmouth, MA. He works with loc al Cape Cod  businesses hand ling  a  wide  va rie ty o f bo th 
litiga tion and  transac tional ma tters. He c an be reached  a t pa tric k@oreganla w.c om.  
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WhenU had  inc lud ed  U-Haul’s information and  URL in its d irec tory, whic h 
w as inc orpora ted  into the SaveNow program d ownload ed  by consumers, 
a lbeit most likely unw itting ly. WhenU d oes not sell U-Haul’ s information to  
its c ustomers, nor d oes it d isp lay U-Haul to the c omputer user when its 
sp onsored  ad  appears. WhenU’s use of the URL in its p rogram is not 
trad emark use bec ause it is used  for machine linking  func tions.  

The c ourt further noted  tha t the pop-up  sc heme employed  by WhenU d id  
not interfere w ith the use of the U-Haul Web site by c ustomers. The  fac t 
tha t WhenU’s SaveNow  p rogram d id  not interac t w ith U-Haul’s c omputer 
services and  the fac t tha t SaveNow is insta lled  by the user w orked  in its 
favor to establish non-interferenc e.  

The c ourt a lso dete rm ined  tha t WhenU w as not c ybersquatting  on U-
Haul’ s trademark.  

Copyright Infringement 

To  estab lish c opyright infringement, U-Haul would  need  to establish “ (1) 
ow nership  of a  va lid  copyright, and  (2) c opying  of c onstituent elements o f 
the work tha t a re orig ina l.”  In this c ase, the  WhenU pop-up  advertising  d id  
not c opy U-Hauls’ s work. It a lso d id  not d isp lay the work or a  c op y o f the 
work. Therefore, the court g ranted  summary jud gment to defend ant.  

U-Haul a ttempted  to a rgue tha t NY Times v. Tasini supported  the 
a rgument tha t U-Haul’ s c opyrighted  work w as d isp layed  to the  user in a  
manner d ifferent than it intended . The court w as unpersuaded by this 
a rgument. “ In Tasini, the  Supreme Court held  tha t the reprod uc tion of 
a rtic les from newsp apers in elec tronic  d a tabases, such as LEXIS/ NEXIS, 
viola ted  the rights of the authors. In Ta sini the owners of the elec tronic  
d a tabases ac tually reprod uced the a uthors’  w orks; however, in this c ase, 
WhenU d oes not reprod uc e any of U-Haul’ s c opyrighted  materia ls in its 
pop-up  ad s. Thus, Tasini is irre levant to the fa c ts a t issue  in this c a se.”  

U-Haul a lso a ttempted  to a rgue the pop-up  ad s mod ified  its Web site, thus 
c rea ting  a  d eriva tive work. In ord er to be  a  d eriva tive work, the w ork in 
question must incorpora te some of the p ro tec ted  work in a  c onc rete  or 
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permanent form. The WhenU ad  w indow  w as a  separa te w ind ow from U-
Haul’ s Web pa ge. For this reason, it appears tha t the c ourt c onc lud ed  
tha t WhenU’s advertising  d id  not c rea te a d eriva tive w ork incorpora ting  
part of U-Haul’ s copyrighted  materia l. Reac hing  a  d iffe rent c onc lusion 
would  be “ untenable in light of the fac t tha t the user is the one who 
c ontrols how items are  d isp layed  on the computer, and  c omputer users 
would  infringe c opyrighted  works any time they opened  a  w indow  in front 
of a  c opyrighted  webpage.”  
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